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DETAILED ACTION 

Claims 1-8,10-12,17-27, 30-33 and 36-42 are pending as amended 4/24/06 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1-8, 10-12.17-19, 21-27. 30-33 and 36-42 are rejected under 35 U.S.C. 

103(a) as being unpatentable over Bladen et al (US 5,560,831) in view of Allen et al 

(US 6,428,705) 

Claim 1 : Bladen teaches a method of removing suspended and dissolved 
material form a fruit and vegetable wastewater (col 1 lines 7-16) comprising adding a 
coagulant polymer to form coagulant particles (col 5 lines 40-50), synthetic organic 
polymer. Bladen teaches 'microfiltration as a conventional (known process) for the 
separation of solids from wastewater. 

The particle size of the solid particles and their nature, such as being non-tacky, 
would be inherent, since the reference teaches using the inorganic polymers and 
DADMAC as the coagulating polymers, and the wastewater has the same source. 
Under the principles of inherency, if a prior art device, in its normal and usual operation, 
would necessarily perform the method claimed, then the method claimed will be 
considered to be anticipated by the prior art device. When the prior art device is the 



Application/Control Number: 10/706,168 Page 3 

Art Unit: 1723 

same as a device described in the specification for carrying out the claimed method, it 
can be assumed the device will inherently perform the claimed process. In re King, 801 
F.2d 1 324, 231 USPQ 1 36 (Fed. Cir. 1 986). 

Allen teaches a process of treating food processing wastewater (column 2 lines 
35-40) by coagulating with inorganic polymers such (Al and Fe salts) and DADMAC or 
epi-DMA to obtain particles of size greater than 10 or 50 urn, and then microfiltration as 
claimed (abstract, column 4 lines 43-57 and column 6 lines 17-60). It would be obvious 
to one of ordinary skill in the art at the time of invention to use the teaching of Allen in 
the teaching of Bladen because Allen teaches that microfiltration process can be made 
continuous and fully automated, for processing large volumes of wastewater. 

Ratio of polymer to coagulant is from 5:1 to 25:1 - see col 5 line 60 - col 6 line 

18. 

The dwell time between 5 and 30 minutes is also optimizable depending on the 
process flow rate and the concentration of the contaminants - Discovery of an optimum 
value of a result effective variable in a known process is ordinarily within the skill of the 
art. In re Boesch and Slaney, 205 USPQ 215 (CCPA 1980); In re Antonie, 559 F.2d 
618, 195 USPQ 6 (CCPA 1977); In re Aller, 42 CCPA 824, 220 F.2d 454, 105 USPQ 
233 (1955). Allen teaches dwell time of 10 min in examples. 

With respect to the protein in the wastewater, Bladen teaches vegetable wash 
waster as claimed, Allen teaches wastewater from food industry, including poultry 
industry. Protein in the wastewater in inherent; it would inherently get separated as 
claimed, because the references teach the same treatment to the wastewater. 
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Claims 2 and 3: Coagulant is aluminum (+3) compounds (col 5 lines 40-50) 

Claim 4 adds the further limitation of ferric chloride or sulfate as the coagulant, 
which is not taught by Bladen. Allen teaches ferric chloride and aluminum salts in 
column 4 lines 43-57. It would be obvious to one of ordinary skill in the art at the time of 
invention to use the teaching of Allen in the teaching of Bladen to have the desired 
particle formation as taught by Allen. 

Claim 7: acidity and basisity of the polymer depend on pH - inherent, applicant 
uses the same chemicals as in the reference - In re King. 

Claim 8: coagulant added between 50 - 200 ppm (col 5 lines 60-67) 

Claim 10: DADMAD, etc - col 6 lines 1-18 

Claims 11,12: epi-dma and mol wt are taught by Allen column 6 lines 17-60. 
Claim 14: synthetic organic polymer from 10-50 ppm - col 6 lines 1-18 
Claim 19: adjust pH - col 6 lines 40-51 

Claims 5 and 6 add the further limitations of coagulant being added on the basis 
of TSS, BOD and COD; and the amount is determined by the equation presented. 
Bladen in view of Allen does not teach all such details. However, it would be obvious to 
one of ordinary skill in the art at the time of invention that the amount of coagulant to be 
added depend on the concentration of the waste materials in the fluid to be treated, and 
can be optimized; COD.BOD and TSS being just the ways of expressing the 
concentration. Discovery of an optimum value of a result effective variable in a known 
process is ordinarily within the skill of the art. In re Boesch and Slaney, 205 USPQ 215 
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(CCPA 1980); In re Antonie, 559 F.2d 618, 195 USPQ 6 (CCPA 1977); In re Aller, 42 
CCPA 824, 220 F.2d 454, 1 05 USPQ 233 (1 955). 

Independent Claim 21 adds, over claim 1 , the further limitations of adding a 
wastewater tank (Bladen - abstract, figures; also taught by Allen), determining the BOD, 
GOD, etc (implied in the references: one would determine the BOD, COD, etc before 
adding the required amount of the chemicals. "[I]n considering the disclosure of a 
reference, it is proper to take into account not only specific teachings of the reference 
but also the inferences which one skilled in the art would reasonably be expected to 
draw therefrom." In re Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968); In 
re Lamberti, 545 F.2d 747, 750, 192 USPQ 278, 280 (CCPA 1976).), adding the 
chemicals to the tank, the equation for determining the amount of coagulant 
(optimizable - In re Boesch and Slaney), molecular weight of polymer and specific 
definable controllable particle size are inherent in the ref (applicants use the same 
chemicals in the same process), ratio of coagulant to polymer 5:1 -25:1 (col 5 line 60 - 
col 6 line 18). 

Claim 22: aluminum +3 - col 5 lines 40-50 

Claim 23: DADMAC, etc - col 6 lines 1-1 8. 

Claims 17 and 18 add polypropylene filter membrane and the flow from outside- 
in for the membrane, which is not taught by Bladen. Allen teaches polypropylene 
membrane and outside-in flow (examples). It would be obvious to one of ordinary skill 
in the art at the time of invention to use the teaching of Allen in the teaching of Bladen 
for large volume treatment (see Allen abstract). 
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Claim 24: Independent Claim 24 adds the further limitations of a tank and a 
settling process and continuous filtration through a filter membrane in addition to the 
limitations of claim 1 f which Bladen does not teach. Allen teaches settling process and 
filtration through filter membrane (column 10 lines 9-16 and figure). Gravity settling can 
inherently happen in the process at the filtration vessel as taught by Allen. 

Claim 32: Independent claim 32 adds further limitations to the limitations of claim 
1 . A tank is taught by both references as above. The limitations of AI+3 etc as the 
coagulants, DADMAC, etc as the polymers, continuous stream and filter membrane are 
taught by Bladen in view of Allen. Bladen in view of Allen does not teach solid particles 
collected on the membrane as forming a separate filter, and the flow through the 
membrane not being significantly reduced. However, it would be obvious to one of 
ordinary skill in the art at the time of invention that this would be inherent in the process 
because the references use the same membrane and the same process - In re King. 
Also, the claiming of a new use, new function or unknown property which is inherently 
present in the prior art does not necessarily make the claim patentable. In re Best, 562 
F.2d, 1252, 1254, 195 USPQ 430, 433 (CCPA 1977). 

Claim 25: AI+3 based coagulant - see Bladen col 5 lines 40-50 

Claim 26: DADMAC etc - Bladen col 6 lines 1-18 

Claims 27, 33: dwell time is optimizable as explained in claim 16, and Allen 
teaches it in the examples. 

Claim 30: solid particles collected on the filter membrane would act as a separate 
filter and filter out other particles - see claim 32 above.. 
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Claim 31 : Flow outside-in - see Allen figures. 

Claims 36 and 37: less than 3% bound water is inherent property of the floes 
generated by the coagulant used and the contaminant in the water. Where applicant 
claims a composition in terms of a function, property or characteristic and the 
composition of the prior art is the same as that of the claim but the function is not 
explicitly disclosed by the reference, the examiner may make a rejection under both 35 
U.S.C. 102 and 103, expressed as a 102/103 rejection. "There is nothing inconsistent in 
concurrent rejections for obviousness under 35 U.S.C. 103 and for anticipation under 
35 U.S.C. 102." In re Best, 562 F.2d 1252, 1255 n.4, 195 USPQ 430, 433 n.4 (CCPA 
1977). This same rationale should also apply to product,, apparatus, and process claims 
claimed in terms of function, property or characteristic. Therefore, a 35 U.S.C. 1 02/1 03 
rejection is appropriate for these types of claims as well as for composition claims. 

Claims 38 and 39: microfiltration pressure <24 psi - see Allen abstract. 

Claim 40: at least 50% protein - inherent in the system. 

Claims 41 and 42: collecting the particles for use as animal feed or for making 
lycopene are intended use of the product - not patentable limitations. 

2. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bladen et al 
(US 5.560.831 ) in view of Allen (705) as applied to claim 1 9 above and further in 
view of Rawlinas et al (US 4.144.355) 

Claim 20 adds the further limitation of adjusting pH with MgO, which Bladen in 

view of Allen does not teach. Rawlings teaches adjusting pH with alkali or alkali earth 
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metal hydroxides (Mg-hydroxide is alkali earth metal hydroxide) as equivalent. It would 
be obvious to one of ordinary skill in the art at the time of invention to use the teaching 
of Rawlings in the teaching of Bladen in view of Allen to use MgO to adjust the pH 
because it is an obvious equivalent to NaOH as taught by Bladen in view of Allen. 

3. Claims 1-8. 10-12.17-19. 21-27. 30-33 and 36-42 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Allen et al (US 6.428.705) in view of Bladen et al 
(US 5.560.831). 

Allen teaches a process of removing suspended solids from agricultural and food 
processing wastewater by adding inorganic coagulant polymer, such as Al or Fe 
compounds having +3 charge, or polyaluminum chloride, and synthetic organic polymer 
such as DADMAC or epi-dma of mol wt 5000-1,000,000 (column 43-57, examples) to 
obtain solid particles of size 10 or 50 urn and then passing through microfiltration to 
separate the solids particles from the wastewater (column 6 lines 33-44). The type of 
coagulant added depend on the pH (examples) and the amount of coagulant is based 
on the TSS, BOD and/or COD as claimed (examples, column 2 lines 35-35; see 
examples for the actual concentrations). Dwell time - see example 9. Polypro filters as 
claimed, outside-in flow - examples. Adjusting pH - examples. Reaction tanks - see 
figures. The process can be continuous - column 6 lines 17-32. The range in the ratio 
of inorganic to organic coagulants overlap - see column 4 line 58 - column 5 line 1 2. 
This ratio is also optimizable depending on the nature of the wastewater, its 
composition, etc. Discovery of an optimum value of a result effective variable in a 



Application/Control Number: 1 0/706, 1 68 Page 9 

Art Unit: 1723 

known process is ordinarily within the skill of the art. In re Boesch and Slaney, 205 
USPQ 215 (CCPA 1980); In re Antonie, 559 F.2d 618, 195 USPQ 6 (CCPA 1977); 
"[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re 
Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955) 

With respect to the settling step in claims 24 and 32, Allen teaches the sludge 
settling in the filtration vessel in column 10 lines 9-16. 

With respect to the wastewater containing protein and the separated solids 
containing protein, Allan teaches wastewater from food (such as from poultry industry), 
which inherently would contain protein. 

The instant claims differ from the teaching of Allen in the recitation of the 
vegetable wastewater. Allen teaches food processing wastewater but not specifically 
vegetable wastewater (column 1 lines 1-17, abstract). However, the vegetable wash 
water falls within the genus of food industry wastewater. Bladen teaches treating 
vegetable wastewater in a similar way with polymeric coagulants and then filtration or 
settling process. It would be obvious to one of ordinary skill in the art at the time of 
invention to use the teaching of Bladen in the teaching of Allen for treating vegetable 
wastewaters as taught by Bladen, for the continuous process as taught by Allen . 
(column 6 lines 16-32). The nature of the solid particles being non-tacky would be 
inherent - same wastewater and same coagulants. 

Claims 36 and 37: less than 3% bound water is inherent property of the floes 
generated by the coagulant used and the contaminant in the water. In re Best. 
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Claims 38 and 39: low pressure membrane and operating pressure less than 24 
psi - column 4 lines 1-1 1 and abstract of Allen. 

Claim 40: at least 50% protein - inherent in the system. 

Claims 41 and 42: collecting the particles for use as animal feed or for making 
lycopene are intended use of the product - not patentable limitations. 

4. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Allen'705 in 
view of Bladen et al (US 5.560.831) as applied to claim 19 above and further in view 
of Rawlinqs et al (US 4.144.355) 

Claim 20 adds the further limitation of adjusting pH with MgO, which Allen in view 
of Bladen does not teach. Rawlings teaches adjusting pH with alkali or alkali earth 
metal hydroxides (Mg-hydroxide is alkali earth metal hydroxide) as equivalent. It would 
be obvious to one of ordinary skill in the art at the time of invention to use the teaching 
of Rawlings in the teaching of Allen in view' of Bladen to adjust the pH for the formation 
of a gel containing the suspended solids as taught by Rawlings (col 3 lines 21-37), 
because they are obvious equivalents. 

Response to Arguments 

Applicant's arguments filed 4/24/06 have been fully considered but they are not 
persuasive. 

Arguments that there is no motivation to combine: applicant describes the two 
processes in the lengthy argument, and concludes that there is no motivation because 
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the chemistries and the purposes are different, and the processes are vastly different. 
This is not persuasive because in fact the chemistries and the purposes are very similar 
- both are for treating food industry wastewater, both have the same chemistry - teach 
the same coagulants. The only difference is that Bladen teaches floatation for the 
separation, Alen teaches microfiltration process. However, Bladen also teaches that 
membrane process is used in the industry, but is concerned about the large volume of 
wastewater to be treated and the possible inability of the process to not fully purify the 
contaminated water (Column 1 line 48 - column 2 line 16). Such concerns are 
mitigated by Allen in column 6 line 4 - column 7 line 55. About combining Bladen in the 
teaching of Allen, Allen teaches the genus 'wastewater in food industry' but is not 
specific about vegetable wash water. Applicant's claims have vegetable wash water in 
the preamble of the claims, which in fact is only an intended use of the process, and 
thus Allen reference may very well anticipate the claims, especially when the claim's 
purpose is to recover solids containing protein. Bladen teaches the need for treating 
vegetable wash water, and one would be motivated to use the Allen process for the 
reasons stated in the rejection. 

With respect to the argument that the combination would make both Bladen and 
Allen inoperable is not convincing at all. They both use the same chemicals, and both 
processes are for food industry wastewater. Whether the particles settle or float is 
immaterial for the microfiltration process. Bladen's floatation process require air 
bubbles for the particles to become buoyant and to float; the particles in Allen and 
Bladen would have pretty much the same density, because the sources are similar, and 
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the chemicals used are similar or the same. Applicant needs to show evidence to prove 
that the particles in the two references have substantially differing densities, and that 
the low density particles in Bladen cannot be separated by the microfiltration process of 
Allen to substantiate this argument. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Krishnan S. Menon whose telephone number is 571- 
272-1 143. The examiner can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda L. Walker can be reached on 571-272-1 1 51 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Krishnan S. Menon 
Patent Examiner 
4/28/06 



